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PERFECTION MANUFACTURING Co. v. B. CoLeMAN Sitvers Co. 


United States District Court for the Northern District of Illinois, 
Eastern Division 


October 29, 1919 


1, Trape-Marks—INFrincGeEMENT—DEFENSE—PLAINTIFF’s MarK INFRINGING 
Prior RecistereED Mark or Turd Parry. 
Where it was shown that plaintiff’s registered trade-mark infringed 
the prior registered mark of a third party, plaintiff's mark was held 
not entitled to protection. 


2. Uwnratr ComPpEeTITION—DeEFENSE—METHODs OF PLAINTIFF AND DEFENDANT 
SIMILAR 
SIMILAR. 


Upon bill alleging unfair competition and counterclaim, held that 
the methods of plaintiff and defendant in marketing their goods were 
so similar that it would be unjust to award either party relief. 


In equity. Bill and counterclaim dismissed. 


Howard G. Cook, of St.'Louis, for the plaintiff. 
Banning § Banning, of Chicago, Ill., for the defendant. 


Carpenter, D. J.: This is a suit for infringement of trade- 
mark and unfair competition. An examination of the record satisfies 
me that the plaintiff’s trade-mark “Rock-A-Bye” is not entitled to 
protection. The plaintiff complains against the defendant for using - 
the word “La-La-By” in connection with children’s swings. The 
record discloses that prior to July 17, 1917, when plaintiff registered 
the word “Rock-A-Bye” as a trade-mark, the Automatic Cradle 
Manufacturing Company of Stevens Point, Wisconsin, registered 
the word “Lullabye” for self-swinging cradles in Class 32. The 
defendant’s trade-mark “La-La-By” might well be regarded as an 
infringement upon the “Lullabye” mark of the Automatic Cradle 
Manufacturing Company. If, however, it is an infringement upon 
the plaintiff's mark “Rock-A-Bye,” clearly the plaintiff's mark 
“Rock-A-Bye” is an infringement upon the Automatic Cradle Manu- 
facturing Company’s mark “Lullabye,” and therefore is not entitled 
to protection. 

As to the charges in the bill and in the counterclaim of the 
answer for unfair competition, I am of the opinion that the methods 
of both the plaintiff and defendant in marketing their goods are so 
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similar that it would be unjust to award either party relief on that 
ground. Both bill and counterclaim will be dismissed, and it is so 
ordered. 























Puotop.Lay PuspLisHinc Company v. La Verne PusB.iisHine Com- 
PANY, ET AL. 
PuotorpLtay PusLisHinc Company v. EasTLack, ET AL. 


(261 Fed. Rep. 428) 


District Court of the United States for the Eastern District of 
Pennsylvania 


November 5, 1919 


1. Trape-Marxks—Worps Pustici Juris—‘PHoropray.” 

The word “photoplay” having become the only appropriate word 
in the language which by and of itself designates the special branch of 
the motion picture art to which it is applied, the owner of a publication 
dealing with such art cannot exclusively appropriate the word as part 
of the title of his review. 

2. Uwnrarr Competition—ImitatinG TitLe oF PUBLICATION. 

A person has the right to the use of a title adopted for his publica- 
tion, and to its exclusive use, so far as that title has come to be asso- 
ciated with and to designate by name his particular publication, and 
he is further entitled to protection against another publication being 
imposed, intentionally or otherwise, upon purchasers as his. 


Suits in equity. Decrees for defendants. 


Robert W. Archbald, of Philadelphia, Pa., and MacDonald 
De Witt, of New York City, for plaintiff. 

Charles S. Wesley and Wm. M. Montgomery, both of Philadel- 
phia, Pa., for defendants. 


Dickinson, District Judge: The legal merits, or lack of merit, 
of this case depends upon a distinction which is not a little difficult 
to state. In any business activity, the one who has created, or is the 
first to discover, a special field which he occupies alone or is striving 
to cover, resents as a wrong the intrusion of any one else upon his 
chosen field. This feeling is so general, if not universal, that it must 
have some basis in the principles of what is called natural justice. 





PHOTOPLAY PUBLISHING CO. V. LA VERNE PUBLISHING CO., ET AL. 103 


The first comer feels that he has as much right to what he has 
created or discovered as the patentee has to his invention. This 
feeling, being common to all, is shared by publishers. Such a claim 
of right, however, the law, for obvious reasons, cannot sanction. 
On the other hand, when the first publication has made a name for 
itself, and is known and is in demand by that name, and the second 
publication reaches out to take the custom or patronage which is 
claimed by the first publisher, by falsely imposing upon such 
patrons the second publication as the first, the law pronounces this 
false personation to be a wrong and affords the first publisher pro- 
tection and redress. We get this part of the thought of the sug- 
gested distinction clearly by a contrast between a patent or other 
exclusive proprietary right granted by statutory law and the com- 
mon-law right recognized in the doctrine of unfair competition. 
The whole thought is really presented by this contrast, but there is 
another part of it which is not made so clearly to appear. 

Among the divisions commonly made of the broad field covered 
by all publications, there is the special field covered by what are 
called “trade publications.”” They are emphatically “trade jour- 
nals.”” They devote themselves to some special interest, class, trade, 
profession, art, or business. Sometimes (although this is not usual) 
some one has created this field. Some one, however, is often the 
first to discover and to seek to occupy it by a publication. If he 
can appropriate it, he has something of great value. He seeks to 
get possession of it by giving his publication a name which will 
identify it with the field it covers. Others are not slow to see that 
the field is a rich one, and hence conflicts such as that in the present 
case. The first publisher feels that he has the right to exclude 
altogether. He does not make this broad claim, however, but re- 
stricts it to a right to prevent any other publication from using a 
name which will accomplish what his selection of a name was in- 
tended to accomplish—identify, as we have said, the publication 
with the field. Even this he knows to be too bold a claim to be 
upheld, if plainly set forth; so he tries to bring it within the ap- 
plication of the doctrine of unfair competition, and get under this 
as a mantle of protection. It is thus seen that the determination 
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of his rights depends upon whether or not the doctrine has applica- 
tion to the fact situation which he presents. 

When any new art comes into existence it sooner or later comes 
to be known by a name, word, or phrase, which in turn becomes a 
part of the common speech of the people. Some little time often 
elapses before the word or phrase is adopted into our language. 
Sometimes these words are tried, used for a while, and are then 
dropped and a wholly new word finds acceptance. The origin of 
such words, although they may be of recent origin, is almost always 
obscure, and the subsequent search for it is interesting, but usually 
fruitless. The development of the art brings into its terminology 
additional words to express shades of meaning necessitated by divi- 
sions and distinctions. Sometimes the words are coined by some 
one connected with the early development of the art, and are fast- 
ened upon it by persistent iteration and reiteration through adver- 
tising or other means. Sometimes a word used in another art is 
borrowed from the old art and transferred to the new. Sometimes 
the borrowing is from another language. Whenever it happens that 
the word which comes to be incorporated in the common speech 
has been coined by one who was the first to enter upon the new 
commercial field which the new art has brought into existence, the 
author of the word claims the right to the commercial proprietor- 
ship of all which the word has come to include. 

Many concrete illustrations may be found of the correctness of 
these general statements. The words “bicycle” and “motorcycle”. 
used in one art; “automobile,” “limousine,” “sedan,” “jitney,” etc., 
used in another; “kodak,” “kryptoc,” and scores of other words 
used in still other arts—afford us illustrations. People are today 
feeling around for words which may be used in a now rapidly devel- 
oping art and the cld familiar term of “flying machine,” with which 
we have been familiar since the days of Darius Green, is meeting 
rivals in “aeroplane” and other words. The military science and 
art is crowded with words which illustrate what goes on in the 
expansion of the vocabulary of common speech. Indeed, this is 
true of every science, art, profession, business and trade. 

The plaintiff in this case sets up something of some such claim 
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to the exclusive occupancy of the special field which belongs to what 
may be broadly called the moving picture art, or to at least that 
part of it to which the designation “photoplay” attaches. Plaintiff 
would doubtless repudiate a claim of this scope, but in a very sub- 
stantial sense this is his claim. “Photoplay,” he claims, is a coined 
word. It is what is called a proprietary word. It has become, it 
is true, a part of common speech, and means an art in which a 
great many people are interested. When he calls his publication a 
Photoplay Journal, Magazine, News, or by any combination of title 
words, in which the word “‘photoplay” appears, it means that the 
publication is devoted to matters of interest to people who are in- 
terested in that special branch of the picture play art. Any one 
asking for that kind of a publication will ask for it by using that 
word. In consequence, if he can monopolize the use of that word, 
he will, in a very substantial sense, monopolize the business of 
publications devoted to that art. Just what his rights are, and 
how far his claim of right has the support of the law, depends, as we 
have said, upon the fact situation out of which his claim arises. 

The following fact findings and statements of the principles of 
law applicable to these fact situations, respectively, will disclose 
the grounds of fact and law upon which the present ruling is made. 

1. The plaintiff made use before the defendant of the word 
“Photoplay” as part of the title of his publication, and its publica- 
tion had become associated in the minds of a large number of people 
as one devoted to the art suggested by that word. It is further 
found as a fact that the word “photoplay” has come to be in common 
speech the designation of the art above indicated, and the appro- 
priate and indeed the only word of our language which by and of 
itself designates the special branch of the motion picture art to 
which it is applied. The right to the exclusive use of the word 
“Photoplay,” as part of the title of any publication of the general 
character of the publications of plaintiff and of defendant, is a 
right of very great commercial value. 

The conclusion of law found is, however, that no such right is 
conferred by or arises out of the fact finding made, and that plain- 
tiff does not have a legal right to the exclusive use of the word 
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“Photoplay” in its title, and that the defendant has the right to its 
use within the limits next stated. 

2. Plaintiff has the right to the use of the title adopted for its 
publication, and to its exclusive use, so far as that title has come to 
be associated with and to designate by name its particular publica- 
tion, and is further entitled to protection against another publication 
being imposed intentionally or otherwise upon purchasers as plain- 
tiff’s publication. 

The fact finding is made, however, that there has been no pur- 
pose or intention on the part of defendant to deceive, and in fact no 
deception of, intending purchasers into the belief that the publica- 
tion of the defendant was that of the plaintiff. The purpose and 
value of the use of the word “Photoplay” as part of the title of each 
of these publications was to inform intending purchasers that the 
publication was devoted to the interests of the art indicated by that 
word, and the defendant intended by the use made of the word 
“Photoplay” to share in, and has in fact shared in, the patronage 
of those who wished to buy such a publication. The use of the 
word, however, has not been with the intent and purpose of palming 
off the publication of the defendant for that of the plaintiff, nor 
has defendant’s use of the word “Photoplay” been such as that 
there would be any reasonable expectation that any one knowing of 
and wishing to buy the publication of the plaintiff would be led into 
mistaking the one publication for the other. 

8. The defendant is entitled to a decree dismissing the plain- 
tiff’s bill, with costs. 

The foregoing conclusions of law have support in all the cases 
ruling the question now presented. The following citations of 
some of them are taken from the briefs submitted: Gannert v. 
Rupert, 127 Fed. 962, 62 C. C. A. 594; Social v. Howard (C. C.) 
60 Fed. 270; Suburban Press v. Phila. Suburban Pub. Co., 18 Pa. 
Dist. 997; Selchow v. Baker, 938 N. Y. 59, 45 Am. Rep. 169; Law- 
rence Vv. Tennessee, 188 U. S. 587, 11 Sup. Ct. 396, 34 L. Ed. 997; 
Standard Paint Co. v. Rubberoid, 224 Fed. 695, 140 C. C. A. 285 
[5 T. M. Rep. 207]; T'rade-Mark Cases, 100 U. S. 82, 25 L. Ed. 
550; Amoskeag Mfg. Co. v. Trainer, 101 U. S. 51, 25 L. Ed. 998; 
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Goodyear Co. v. Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 
166, 82 L. Ed. 588; Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
14 Sup. Ct. 151, 37 L. Ed. 1144. 

A formal decree in accordance with this opinion may be sub- 


mitted, but no decree is made until such formal decree has been 
made and filed. 


EastMaANn Konak Co. v. Powers Fitm Propvwcts, INc., ET AL. 
(179 New York Supp. 325) 


New York Supreme Court, Appellate Division, Fourth Department 


1. Unram CompetitTioN—SHERMAN AND CLayTon Acts—JURISDICTION OF 

State Courts. 

The courts of the State of New York will not take cognizance, as 
a basis for relief, of any claimed violation of either the Sherman or 
the Clayton Act. 

2. Uwnrarr CompetitionN—AGREEMENT BY Emptoree Not to ENTER EmMptLoy- 

MENT OF ANOTHER FoR Derinite Periop. 

An agreement by an employee of a manufacturer of raw film stock 
not to disclose information gained in the course of his employment as 
to any process of manufacture or formulas used by his employer, and 
that upon the termination of his employment he would not, for the 
period of two years, at any point in the United States, except Alaska, 
engage in the photographic business, either as manufacturer, dealer 
or the employee of another, will be upheld as reasonably insuring the 
preservation of the employer’s trade secrets from competitors. 


Plaintiff appeals from an order granted at Special Term, Mon- 
roe County, modifying a temporary injunction, and defendant 
Powers Film Products, Incorporated, appeals from an order denying 
its motion for judgment on the pleadings. The order modifying 
the temporary injunction is reversed, and the order granting the 
temporary injunction is reinstated. 

See 9 T. M. Rep. 446. 


Argued before Kruse, P. J., and Foote, Lampert, De An- 
GELIS, and Hvusss, JJ. 


James S. Havens, of Rochester, for respondent plaintiff. 
George L. Ingraham, of New York City, for defendant Powers 
Film Products, Inc. 
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Lamsert, J.: This action is brought in equity to restrain the 
defendant Warren from entering the employ of the defendant 
Powers Film Products, Incorporated, and to restrain both de- 
fendants from the turning over by Warren to the defendant com- 
pany of various trade secrets, etc. A temporary injunction was 
procured, containing a return date, and upon the return, after 
amendment of the pleadings, the Special Term modified the in- 
junction, by eliminating therefrom the provisions restraining the 
defendant Warren from entering the employ of the defendant com- 
pany, and retention of the injunctive provisions as to the turning 
over of the trade secrets. 

The defendant Powers Film Products, Incorporated, also moved 
for a judgment upon the pleadings, so far as it was concerned, and 
the Special Term has denied that application. The Kodak Com- 
pany appeals from the order modifying the injunction, and the 
Powers Film Products, Incorporated, appeals from the order deny- 
ing its motion for judgment. 

The controversy grows out of the following facts: 

Upwards of ten years ago, the defendant Warren entered the 
employ of the plaintiff in a minor position. During the course of 
his employment he has been gradually promoted, until his present 
employment has been in the department having charge of the spread- 
ing of the emulsion upon films from which are made kodak films 
and motion picture films. The defendant Warren entered this 
particular branch of the work in December, 1911, and has continued 
therein to the time of the commencement of this action. 

The plaintiff is probably the largest manufacturer of raw film 
stock in the world. It has for years employed chemists and others 
skilled in that work to continue perfecting the processes for the 
making of such product. Such processes are not patentable, and 
no effort is made to patent them. The plaintiff has, however, 
jealously guarded its processes, so far as possible, and maintained 
them as a secret asset, endeavoring in every way to prevent their 
reaching competitors. 

To this end, in October, 1915, it required the defendant Warren 
to execute an agreement, attached to the complaint as Exhibit A, 
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reciting his employment, the turning over to him of knowledge of 
various processes and formulas, secret in character, and containing 
an agreement upon his part, among other things, that he would not 
disclose, either orally or in writing, to any person, any knowledge 
or information he might gain in the course of his employment, as to 
any processes of manufacture or formulas used by the plaintiff, and 
further that, upon the termination of his employment for the period 
of two years, he would not, directly or indirectly, at any point in 
the United States, except in the territory of Alaska, engage in 
photographic business, either as manufacturer, dealer, or employee, 
for another. 

The defendant company was recently organized to engage in 
the manufacture of raw film products, similar in character to those 
manufactured by the plaintiff. It established its place of business 
in Rochester, close to the place of business of the plaintiff. It 
solicited and received large orders, prior to its actual venture in 
manufacturing. It then began an endeavor to hire away from the 
plaintiff various of its employees. The defendant Warren was not 
employed for any particular period of time, although he had, as 
before stated, been engaged with the plaintiff for upwards of ten 
years. The defendant company approached the defendant Warren 
with an offer for his employment, and such offer came to the knowl- 
edge of the plaintiff. One of plaintiff's officials then brought to the 
attention of the defendant company the contract above described. 
A conversation with the defendant Warren developed from him that 
offer of more compensation from the plaintiff would avail nothing, 
as the defendant company proposed to raise any offer made by the 
plaintiff, whatever it might be. 

From the affidavits it is apparent that the purpose of the de- 
fendant company, in connection with its new venture in manufactur- 
ing, was to hire away from the plaintiff, irrespective of their con- 
tractual obligations, such of its experienced employees in this line 
of work as it might need in its business, thereby acquiring to itself 
the benefits of the training given by the plaintiff to these various 
employees in this line of work, thus starting with an experienced 
manufacturing organization. 
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The complaint fairly sets forth that the process of manufacture 
by the plaintiff has been evolved from years of study and at great 
expense, and is maintained as a secret process. It also fairly shows 
that the course of employment and training of the defendant Warren 
has been such as to bring him in personal touch with, and to give to 
him personal knowledge of, all of the secret processes of manu- 
facture and formulas entering into composition of plaintiff’s product. 
This is the defendant Warren’s line of work. Such knowledge as 
he has of it he has gained from the plaintiff. It is for this par- 
ticular line of work that the defendant desires his services. 

The propriety of the temporary injunction, so far as it con- 
cerns the turning over of trade secrets, is not before us; there being 
no appeal from that portion of the order. The Special Term has, 
however, held that the contract relative to entering into the employ 
of others in the like business, for the period of two years, is void, 
as against public policy, in that it undoubtedly restrains the liberty 
of the individual, and prevents his gaining a means of livelihood, 
except in plaintiff's employ. 

The defendant company also urges that the business of the 
plaintiff, as it is conducted, constitutes an unlawful monopoly, as 
was recently so held in the federal court, and that to restrain this 
employment is to give the aid of this court to the preparation of a 
line of conduct falling within the criminal anti-trust acts of the 
federal government. These two theories we may dispose of in in- 
verse order. 

This court is not concerned with whether or not the plaintiff 
is a trust, within the meaning of the Sherman Anti-Trust Act (Act 
July 2, 1890, c. 647, 26 Stat. 209 [U. S. Comp. St. §§ 8820-8823, 
8827-8830]), and the Clayton Act (Act Oct. 15, 1914, c. 323, 38 
Stat. 780 [U. S. Comp. St. §§ 1248a-1248d, 1245a-1245e, 8602a, 
8835a-8835p]). We have no province to enforce those acts, and 
no jurisdiction to determine the precedent fact of the existence of an 
unlawful combination. The Sherman Act is a criminal statute, and 
provides within it for the means of its enforcement. Those means 
are exclusive, and to the federal courts alone is consigned the duty 
of enforcement of those provisions. The Clayton Act is supple- 
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mentary to the Sherman Act, and its scope is limited by the Sher- 
man Act. 

The courts of this state are now committed to the holding that 
our equity courts will not take cognizance, as a basis for relief of 
any claimed violation, threatened or actually continuing, of either 
the Sherman or the Clayton Act. Venner v. N. Y. C. R. R., 94 
Misc. Rep. 671-679, 158 N. Y. Supp. 602; Venner v. N. Y.C. R. R., 
177 App. Div. 296-326, 164 N. Y. Supp. 626; Locker v. American 
Tobacco Co., 121 App. Div. 448, 106 N. Y. Supp. 115; Wilder Mfg. 
Co. v. Corn Products Co., 286 U.S. 165, 35 Sup. Ct. 398, 59 L. Ed. 
520, Ann. Cas. 1916A, 118. 

In the Venner Case, a minority stockholder sought to prevent 
the consolidation of the New York Central with various other rail- 
road systems, upon the ground, among others, that such consolida~ 
tion would violate the plain provisions of the Sherman and Clayton 
Acts. It was there held, all the way from Special Term to the 
Court of Appeals, that the state court had no province to inquire 
into that question; that such violation was a matter for the federal 
courts, and probably for the federal government. Recognizing the 
fact that the Clayton Act provided for redress to individuals, it 
was still held that such redress was sought in the federal court, 
because of the fact that those acts provided the only means and 
place of enforcement. 

It would appear, therefore, that the argument relative to the 
character of business of the plaintiff, as falling within the Anti- 
Trust Act, is not properly addressed to this court. This leaves the 
single question of the enforcement of the contract of employment. 

The cases are not all in harmony, nor easily to be reconciled, 
upon this question, yet within the cases of Magnolia Metal Co. v. 
Price, 65 App. Div. 276, 72 N. Y. Supp. 792, and McCall Co. v. 
Wright, 198 N. Y. 152, 91 N. E. 516, 31 L. R. A. (N. S.) 249, this 
contract can be sustained, if it fairly appears that the failure to 
sustain it will work irreparable injury to the plaintiff. 

In this connection the Special Term criticizes the complaint 
as being made up largely of conclusions, rather than facts. This 
criticism is unmerited. The plaintiff was not bound to spread its 
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secrets in detail through a complaint, in an action wherein it sought 
to preserve them inviolate. It is sufficient for it to allege the 
ultimate facts of the existence of processes, secret in character. 
Such pleading is not open to the criticism made. 

True, there is conflict in the affidavits as to the possibility of 
there being much substance to the charge of secrecy. However, 
the plaintiff so charges in the complaint, and that charge is sub- 
stantiated by the affidavits filed. Upon a review of a preliminary 
consideration of rights, we should not attempt to definitely deter- 
mine that question, for such determination may be most far-reaching 
in the ensuing damage to the plaintiff. We must assume the exist- 
ence of valuable secrets, both in process of manufacture and in the 
formulas entering into the composition of the various ingredients. 
We must also assume, upon these affidavits, that knowledge of the 
detail of each has come to the defendant Warren through his em- 
ployment. In protection of its valuable trade secrets, the plaintiff 
has a right to require of Warren, as a part of the consideration of 
his employment, such reasonable contractual engagement upon his 
part as would reasonably insure the preservation to it of such trade 
secrets. 

It is also apparent that the value of Warren’s services to the 
defendant company arises from his experience while in the plaintiff’s 
employ, growing out of the practical application of these trade 
secrets, and not otherwise. It is because of his special training and 
special knowledge that the defendant company must necessarily in- 
volve his bringing to their aid such knowledge as he has, and which 
is entirely developed in connection with these secret processes. In 
this view, if he is permitted to enter this employ, injunctive relief 
in form against the imparting of such special knowledge is more 
than likely to prove inefficient. The mere rendition of the service 
along the lines of his training would almost necessarily impart such 
knowledge to some degree. Warren cannot be loyal both to his 
promise to his former employer and to his new obligations to the 
defendant company. 

Quite evidently it was exactly this situation which led to the 
making of the contract. We cannot say that the period of two years, 


— om 


EASTMAN KODAK CO. V. POWERS FILM PRODUCTS, INC., ET AL. 113 


specified therein, is unreasonable. Probably that lapse of time will 
have developed still further improvements and changes, such as 
would render the knowledge now possessed by Warren more or less 
ineffectual in harm of the plaintiff. The contractual provision 
against his going into the photographic business is clearly aimed at 
preventing the acquisition by competitors of his special knowledge. 

Affirmance of the modifying order being so likely to render 
nugatory in practical effect the injunctive province against the im- 
parting of knowledge and the resulting damage to the plaintiff, pos- 
sessing such possibilities of serious interference with its lawful 
business and such extensive resulting damage, we should not, in 
advance of trial, give our sanction to Warren’s taking his special 
training, dependent and interwoven, as it is, with his special know]l- 
edge of the secret processes of the plaintiff, into the camp of a 
competitor obviously engaged in systematic effort to acquire to itself 
precisely that benefit. 

So important a question should not be determined, upon affi- 
davits. For these reasons, I think the modifying order appealed 
from should be reversed, in so far as appeal is taken, and the in- 
junction should be reinstated. 

The appeal of the defendant company from the order denying 
its motion for judgment presents no serious difficulty. The reten- 
tion in the restraining order of the injunctive relief, both against 
Warren and the company, respecting the turning over of trade 
secrets, justifies the retention of the defendant company as a party 
to this litigation, and such retention is well justified by authority. 
It is the defendant Film Products, Incorporated, which has created 
the situation giving rise to this litigation, and from every point of 
view it is a proper party, and injunction against it is appropriately 
sought. 

Order, so far as appealed from, reversed, with $10 costs and 
disbursements, and order granting temporary injunction reinstated. 
All concur, except 


Kruse, P. J. (dissenting): I agree that the defendant Harry 
A. Warren should not be permitted to disclose any knowledge or 
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information of the plaintiff's secret processes or formulas imparted 
to him while in plaintiff's employ, but I am unable to yield my 
assent to the enforcement of the provision of his contract of em- 
ployment to the effect that he would not, within two years after 
leaving the plaintiff’s employ, engage in any photographic business, 
either as manufacturer or dealer in photographic supplies, or as 
employee for another in connection with such photographic business 
anywhere in the United States, outside of Alaska. I think such a 
contract is against public policy and unenforceable. 

It is true that we upheld a contract somewhat similar, as ap- 
pellant contends (German-American Button Co. v. Charles C. Gor- 
ham, 171 App. Div. 974, 156 N. Y. Supp. 1128), but that was 
limited to states wholly or partly east of the Mississippi River, and 
even that went a good way. I am not willing to extend the doctrine, 
and include practically all of the United States, and prevent a work- 
man from following his line of work for a period of two years. If 
this can be done legally, a new and effective way has been devised 
which will enable an employer to practically subject a workman to 
involuntary servitude. This contract is for no stated time, although 
it should be said, in fairness to the plaintiff, that the defendant 
Warren did not leave plaintiff’s service on account of any disagree- 
ment respecting wages or working conditions, but, on the contrary, 
the plaintiff is willing to meet any offer made to him by the plain- 
tiff’s competitors. But, if this provision is unenforceable, Warren 
is under no legal obligation to remain in plaintiff's employ, and is 
at perfect liberty to work for any one else. 

I think the modification of the injunction should be sustained, 
and the order affirmed. 
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Darcy & WotrForp, INc., v. STOERMER 
(N. Y. Law Journal, Jan. 6 and 23, 1920) 


Supreme Court of New York, Special Term 


January 5, 22, 1920 


Trapve-Marks—TitLe or Dramatic Work—“TuHe Tirpat Wave.” 
The phrase “The Tidal Wave” cannot be appropriated as a title 
by one author of a dramatic work so as to prevent its use by another 
whose production it correctly describes. 


Decision of January 5, 1920 


GiecericH, J.: The plaintiff corporation, which owns and 
leases the right to produce a play called “The Tidal Wave,” brings 
this action to restrain the defendant from using those words as the 
name of a moving picture film. It is undisputed that the plaintiff's 
use of the title preceded the defendant’s use, although when the 
defendant adopted the title he had no knowledge of the plaintiff’s 
prior use. It is also admitted that the substance or stories of the 
two productions are wholly dissimilar. The character of the scenes 
and incidents in the two productions is not shown by the evidence, 
and I can find no reason for holding that the title in controversy 
is fanciful rather than descriptive. A tidal wave is one of the 
phenomena of nature, and it may well be, and from one of the ex- 
hibits it would seem to be the fact, that the defendant’s production 
represents such a phenomenon, and that the title employed is prop- 
erly descriptive and that no other title could be used that would so 
adequately or that would even approximately convey the meaning 
intended. Language does not ordinarily have synonyms for such 
things in nature, as, for example, sunrise or waterfall. To me it 
is quite plain that if a person wishes to appropriate to his exclusive 
use the title of a production he must be careful and select one that 
is fanciful or arbitrary and that will not hinder other people in 
future from properly describing their productions. Without dis- 
cussing other features of the case, I think the ground above con- 
sidered is a sufficient basis upon which to rest a refusal of relief to 
the plaintiff upon the present evidence. I do not think, however, 
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that the dismissal should be upon the merits, because the point upon 
which the case turns in my judgment has not been litigated. The 
complaint should therefore be dismissed, with costs, but without 
prejudice to a new action. The plaintiff may within five days after 
the publication of this memorandum withdraw the requests for 
findings it has heretofore submitted and substitute new ones instead, 
and the defendant, who has thus far failed to submit requests to 
find, may within the same time submit his requests. The papers so 
far received by me have been returned to the clerk, to whom such 
requests for findings should be presented, with proof of service. 






























Decision of January 22, 1920 


GrecericH, J.: The learned attorney for the plaintiff very 
earnestly urges a reconsideration of the case, and insists that the 
views indicated in the opinion heretofore handed down by me are 
in conflict with the views I expressed in Frohman v. Morris (68 
Misc. 461), where the question involved was whether the word 
“Chantecler” or “Chanticlair,” meaning rooster, was susceptible of 
exclusive appropriation by any writer to designate a play or 
whether it was a descriptive term, which must be left open to all. 
I held the word was not properly descriptive, although the prin- 
cipal character in the play represented a rooster. It is also claimed 
that my conclusion in this case is equally opposed to the decision in 
Selig Polyscope Co. v. Unicorn Film Service Corp’n (168 N. Y. 
Supp. 62 [7 T. M. Rep. 139]), where it was said that the phrase 
“The Rosary,” while well known in its reference to a form of reli- 
gious observance, was in no sense descriptive of a drama as such, 
but was an arbitrary title when so employed, and was adopted in 
the particular case to identify rather than to describe the com- 
position itself, and that the phrase was not aimed to be and was not 
serviceable as a description of the subjects portrayed in the play, 
whether as acted or as exhibited upon the screen, and that it had 
acquired a secondary meaning in identification of the plaintiff's 
dramatic composition, and its character continued when applied to 
a representation in the form of a moving picture. It is also urged 
that under the decision I have indicated there would be no protec- 
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tion for such titles as “The Girl of the Golden West,” “The Gold 
Diggers,’ “The Sun-Daughter” or “One Night in Rome.” In 
answer to the above criticism I will explain that all I meant by my 
former opinion was that the expression “The Tidal Wave” might 
be the only one to correctly describe the defendant’s moving pic- 
ture, and apparently would be the only one if, as was indicated by 
some things in evidence, the picture in question was in fact a rep- 
resentation of a tidal wave. Similarly, if some moving picture pro- 
ducer should make a picture of people engaged in gold digging he 
ought to be allowed to call them gold diggers, just as the picture 
of a rosary, which is a word of various meanings, or of a rooster, 
should be allowed to be called by its name. All I mean to say and 
all I am deciding is that the use of words properly descriptive of 
things or the actual names of things should not be barred to per- 
sons who desire to make and exhibit pictures of such things. The 
one who first makes a fanciful or arbitrary use of such a word so 
that it comes to have a secondary meaning is entitled to its exclusive 
use against all the world in such fanciful or secondary meaning, but 
he does not and never can acquire the right to prevent others from 
using the word in its primary meaning. So in this case, if the de- 
fendant has made a picture of a tidal wave, or that represents a 
tidal wave, he ought to be allowed to call it by its name. The 
further request is made on behalf of the plaintiff that the case be 
reopened for additional proof. For the reasons stated in my former 
memorandum I am of the opinion that this request should be granted, 
in order that evidence may be given upon the point upon which, 
in my opinion, the case turns. Let the parties and their witnesses 
therefore appear before me at Trial Term, Part XV, on Tuesday, 
January 27, 1920, at 10 A. M. The papers so far received by me 
have been returned to the custody of the clerk, to await the further 
action of the parties. 
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Dr. A. Posner Suoes, INc., v. Posner, ET AL. 
(N. Y. Law Journal, Jan. 22, 1920) 


New York Supreme Court, Special Term 
January 19, 1920 


Unrair ComPetition—Use or Srmitar Personat NAMES. ‘ 
Where defendants, former employees of plaintiff, the name of one 
of whom was the same as plaintiff’s, engaged in manufacturing shoes 
of a style similar to those made by plaintiff, they were enjoined from 
using the name in question upon their product in such manner as to 
lead the public to believe that such product was plaintiff's. 

Leuman, J.: The plaintiff, or its president, Abraham Posner, 
has been engaged for many years in the business of manufacturing 
children’s shoes, and has built up a large business. It has spent 
considerable sums in advertising these shoes under the name of 
Posner, in conjunction with other words and symbols. The de- 
fendants were employees of the plaintiff prior to November, 1917, 
and after they left the plaintiff's employ they went into a similar 
line of business under the firm name of Posner & Schwartz. Every 
style of shoes manufactured by the defendants, with one exception, 
bears a substantial resemblance to some style of shoes manufactured 
by the plaintiff, and each style was described by the same number 
as that used by the plaintiff to designate the similar style. The 
defendants also used the same code for marking the sizes of the 
shoes, and the same size cardboard boxes. They have also placed 
on the sole of their shoes a mark in the form of a shield, with lattice 
filler, with the words “Posner” at the top and “& Schwartz” at the 
bottom. In spite of the fact that there was some difference in the 
shoes manufactured, in the color of the boxes and in the form of 
mark placed upon the shoes, it clearly appears that the defendants 
have wrongfully attempted to gain the benefit of the plaintiff’s 
good-will and reputation, and that their acts were calculated to de- 
ceive purchasers of their shoes into the belief that they were pur- 
chasing the shoes of the plaintiff. Even though the plaintiff pos- 
sessed no exclusive property in the style of shoes which they 
manufactured in the name of Posner, or in the code used to designate 
the size of the shoes, and the defendants had the right to manu- 
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facture shoes of similar description, to place them in boxes of the 
same size, to use their own names in their own business, and to em- 
ploy the same code as the plaintiff used, they had no right to attempt 
to deceive the public or to take the benefit of plaintiff’s name and 
good-will by a combination of acts, each of which might be lawful 
if performed alone. The court has the right and duty to insist 
upon honest methods in business, and to protect the public against 
deception. It may not enjoin the performance of any act which is 
lawful, but it may forbid the defendants from doing a series of acts 
which is calculated to produce an illegal and wrongful end. The 
defendant Posner must be permitted to use his name in his business, 
provided he does so in a proper manner. He may even use that 
name stamped upon the soles of shoes, but the mark itself must 
show no resemblance to the marks used by the plaintiff. The de- 
fendants should be enjoined from placing that mark in any shield, 
or with a lattice design, or in which the word “Posner” shall ap- 
pear separate from the word “Schwartz,” or in larger or more con- 
spicuous lettering than the word “Schwartz” or in a different line 
from that word, or continuing any method of business calculated to 
deceive. Judgment for the plaintiff, with costs, in accordance with 
this opinion. Findings and conclusions passed upon with a view to 
affording protection in substantial accordance with this opinion. 
Submit complete decision and interlocutory judgment. 


Harris, Jr., ET AL. V. BLACKWELL 
(N. Y. Law Journal, Jan. 28, 1920) 


New York Supreme Court, Special Term 
January 27, 1920 


Unramrr Competition—Dramatic Tittes—‘East 1s West” anp “EAsT or 
Wesr?” 
The producer of a play entitled “East is West” is entitled to an 
injunction against the continued production of a motion picture en- 
titled “East or West?” 


Piatzex, J.: Plaintiffs are producing a play under the title 
“East Is West.” They ask an injunction against the continued 
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production of a motion picture under the title “East or West?’ 
That the two classes of dramatic representation are competitive 
under the law of unfair trade is settled, and the unfair competition 
may consist solely in the use of titles likely to confuse intending 
patrons (Dickey v. Mutual Film Corp’n, 160 N. Y. Supp. 609 [6 
T. M. Rep. 423]; Frohman v. Payton, 84 Misc. 275; Klaw v. Gen- 
eral Film Co., 154 N. Y. Supp. 988 [5 T. M. Rep. 99], affirmed 
156 N. Y. Supp. 1128 [7 T. M. Rep. 818]). The defendant’s in- 
tention is not material when the necessary effect of his conduct is 
to create confusion between the two productions in the minds of 
prospective patrons of either (Hier v. Abrams, 82 N. Y. 519, 523). 
Nor is it material in such a case that actual confusion and resulting 
damage is not proved. The purpose of the injunction is to prevent 
such injury in the future. If the injunction is applied for before 
actual injury is sustained, plaintiff's diligence inures to defendant’s 
benefit. It is apparent that the two titles in this case are so similar 
as to create confusion. Plaintiff's title is fanciful and so is de- 
fendant’s. Of course there can be no monopoly in the use of such 
words as “east” or “west.” Anyone may use them as part of a 
descriptive title. But the fanciful combination “East Is West’ is 
entitled to protection against another fanciful title so nearly like it 
as “East or West?” The motion for an injunction is granted upon 


plaintiffs giving an undertaking in the sum of $5,000. Settle order 
on notice. 


Excextsion CereaL Mitiine Co. v. Taytor Miiuine Co. 
(186 Pacific Reporter 207) 


California District Court of Appeal, First District, Division No. 1 
October 15, 1919 
Supreme Court of California 


Rehearing denied, December 11, 1919 


1. Uwnram Comretirion—Imitatinc Propucts anp NAmMEs, 
Upon proper averments and proof of fraudulent intent and con- 
duct on the part of a defendant in so duplicating plaintiff’s product 
or imitating the name or content of its wares, or the place of sale, as 


owns. 
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to deceive the public into the notion that it is entering plaintiff’s store 
or buying plaintiff's goods, a court of equity will enjoin the further 
pursuit of such fraudulent purpose and practices. 

Unram Competition—Use or Simian Names. 

Where plaintiff has no exclusive right by way of trade-mark in the 
use of a particular name or term in the description of his business or 
product, he may not rely upon the mere similarity of names or terms 
employed by a competitor to establish fraud or to obtain an injunc- 
tion; but to obtain such relief he must prove such a condition of un- 
fair trade dealing on the part of his competitor in the way of duplica- 
tion, imitation, advertising and soliciting as would amount to a show- 
ing of willful fraud, imposition and deceit. 

Unramr Competition—NAME OF Propuct INcLUDING Word 1N ComMoN 

Use—*Fiapsacx.” 

Where plaintiff's flour was known as “California Flapjack Flour,” 
and defendant subsequently placed upon the market another flour under 
the names “Los Angeles Best Self-Rising Flapjack Flour” and “Taylor’s 
Improved Flapjack Flour,” without imitating plaintiff’s wrappings or 
packages, or doing anything in the way of advertising or soliciting 
which would have a tendency to mislead the public, defendant was not 
guilty of unfair competition. 


From a judgment of the Superior Court of Los Angeles County 


in favor of defendant, plaintiff appeals. Affirmed by the District 
Court of Appeal and hearing denied by the Supreme Court. 


Donald Barker, of Los Angeles (Arthur R. Smiley, of New 
York City, of counsel), for appellant. 

Kenton A. Miller and Fred W. Smith, both of Los Angeles, for 
respondent. 


Decision of the District Court of Appeal 


Ricuarps, J.: This is an appeal from a judgment in favor of 


the defendant after an order sustaining its demurrer to the plain- 
tiff’s complaint, the latter having declined to amend. 


The facts of the case as set forth in said complaint are briefly 


these: In the year 1907, and long prior thereto, the Del Monte 
Milling Company was engaged in the manufacture and sale of food 
products throughout California and adjacent states, in the course 
of which it had discovered a process for the blending of different 
kinds of flour so as to produce a compound to be used in the making 
of pancakes, waffles, etc., and which it had introduced to the trade 
and largely sold under the name of “California Flapjack Flour.” 
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In 1907 the Del Monte Milling Company sold to the plaintiff the 
exclusive right to use this process in the manufacture of said com- 
pound for sale in certain of the southern counties of California and 
in the states of Nevada and Arizona. The plaintiff thereupon 
began the manufacture and sale of the product under the name of 
“California Flapjack Flour,’ and has since continued so to do, and 
has expended large sums in advertising said product under said 
name, and has built up an extensive trade therein. It is also alleged 
that because of the long-continued use of said name the word “Flap- 
jack” therein has come to be understood by consumers and by the 
public and the trade generally to mean and apply to the particular 
brand of self-raising flour which the plaintiff was making and selling 
under said name, and that in fact up to the year 1914 no other like 
article of food had been put upon the market or sold within said 
territory under the name of “Flapjack” or “Flapjack Flour.” The 
complaint then proceeds to allege that in the year 1914 the defend- 
ant began the manufacture and sale of self-raising flour to which at 
first it gave the name of “Pancake Flour,” but a year later this name 
was changed, and the defendant began to put forth its said product 
under the names of “Flapjack Flour,’ “Los Angeles Best Self- 
Rising Flapjack Flour,” and “Taylor’s Improved Flapjack Flour,’ 
and to sell the same within said territory under said names, and that 
many persons have bought the defendant’s said products under the 
belief that they were obtaining the plaintiff’s product, and have 
thereby been deceived to the plaintiff's injury and loss. The com- 
plaint prays for an injunction against the defendant, restraining 
it from the use of the name “Flapjack” in connection with the 
product which the latter puts forth. 

The defendant’s demurrer was general, and the trial court 
sustained it upon the broad ground that said complaint did not set 
forth facts sufficient to constitute a cause of action. The correct- 
ness of this ruling is assailed upon this appeal. 

We are of the opinion that the trial court was not in error in 
its said ruling. The appellant concedes that the word “Flapjack” 
and the phrase “Flapjack Flour” are generic terms which could not 
be made the subject of prior or exclusive appropriation as or by 
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means of a trade-mark, and the plaintiff lays no claim to the posses- 
sion of any exclusive right thereto or to the use thereof upon that 
ground. This phase of the case being disposed of by this admis- 
sion, the only remaining basis upon which the plaintiff could predi- 
cate a claim of right to prevent the defendant’s use of said terms in 
marketing its own product would be that by such appropriation and 
use of said terms the defendant was indulging in a fraudulent prac- 
tice, to the plaintiff's injury, which it would be the duty of a court 
of equity to enjoin. 

There can be no question but that upon proper averments and 
proof of fraudulent intent and conduct on the part of a defendant 
in so duplicating the plaintiff's product or imitating the name or 
content of its wares, or the place or places of sale, as to deceive 
the public into the notion that it was in fact entering the plaintiff’s 
store or buying the plaintiff's goods, a court of equity will enjoin 
the further pursuit of such fraudulent purpose and practices. The 
leading case in this state upon that subject is the case of Weinstock- 
Lubin Co. v. Marks, 109 Cal. 529, 42 Pac. 142, 80 L. R. A. 182, 
50 Am. St. Rep. 57, in which the Supreme Court in a very full and 
well-reasoned opinion lays down the law of such a case. On the 
other hand, it is equally well settled by the case of Dunston v. Los 
Angeles Van & Storage Co., 165 Cal. 89, 181 Pac. 115 [8 T. M. 
Rep. 231], that where the plaintiff has no exclusive right by way of 
trade-mark in the use of a particular name or term in the description 
of his business or product, he may not rely upon the mere similarity 
of names or terms employed by a competitor to establish fraud or 
justify an injunction, but that in order to obtain such relief the 
plaintiff in such a case must aver and prove such a condition of 
unfair trade dealing on the part of the competitor in the way of 
duplication, imitation, advertising and soliciting as would amount 
to a showing of willful fraud, imposition and deceit. The case of 
Italian-Swiss Colony v. Italian Vineyard Co., 158 Cal. 252, 110 
Pac. 918, 82 L. R. A. (N. S.) 439, is also instructive upon this 
subject, the court therein holding that in the absence of a right in 
the plaintiff to the use of a particular name or term as a trade- 
mark the law will only afford him protection against the unfair 
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competition of one who seeks by imitation of label or package or 
other artifice to induce persons to deal with him in the belief that 
they are dealing with the plaintiff or buying his wares. 


“If,” as the court says, “the defendant can be shown to have put up 
his product with intent to palm it off as that of plaintiff, and if it does in 
fact tend to mislead the purchasing public, a case is made out, even 
though the plaintiff has shown no exclusive right in any trade-mark or 
trade-name.” 

An examination of the plaintiff's complaint herein in the light 
of these cases will disclose how far short it comes of measuring 
up as to its facts with the case of Weinstock-Lubin Co. v. Marks, 
supra, and also how far it fails to bring the plaintiff’s case within 
the law as laid down in the two later cases above cited. While it 
is true that the defendant does make use of the old and familiar 
word “Flapjack,” already in use by the plaintiff in relation to its 
own product, it does not otherwise make any attempt to deceive the 
public by a duplication of names. The plaintiff's article of mer- 
chandise is put forth under the name of “California Flapjack 
Flour.” The defendant’s product is marked under the names “Los 
Angeles Best Self-Rising Flapjack Flour” and “Taylor’s Improved 
Flapjack Flour.” Not only is there thus displayed the very op- 
posite of an intent to deceive in the matter of names, but in addition 
to this the plaintiff makes no pretense at any showing that the de- 
fendant, in placing its product upon the market under these dis- 
tinctive names, has done anything in the way of duplicating the 
wrappings or imitating the packages containing the plaintiff’s wares, 
or of doing anything whatever in the way of advertising or soliciting 
which would have a tendency to deceive or mislead the purchasing 
public into the impression that they were buying the plaintiff’s 
wares. Clearly, in the absence of such essential averments, it fails 
to state a cause of action. 

Judgment affirmed. 


We concur: Waste, P. J.; Kerriaan, J. 


Opinion of Supreme Court Denying Hearing 


Per Curiam: Hearing denied. 
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Suaw, J.: I dissent from the order denying a rehearing and 
refusing a transfer of this case to the Supreme Court. 

The case comes directly within the principle established by this 
court in Weinstock-Lubin & Co. v. Marks, 109 Cal. 529, 42 Pac. 
142, 30 L. R. A. 182, 50 Am. St. Rep. 57, and Banzhaf v. Chase, 
150 Cal. 180, 88 Pac. 704. The principle is that one who, with 
intent to defraud the plaintiff, uses any artifice, device, or label on 
his own goods to deceive the plaintiff's customers into the belief that 
they are buying the plaintiff's goods and thereby induces them to 
buy the defendant’s goods, is liable in damages for the injury 
thus caused to the trade of the plaintiff. The complaint in the 
present case sets forth facts which bring it within this principle. 
The device used was putting a label, including the word “Flapjack,” 
on the defendant’s flour whereby it led plaintiff's customers to be- 
lieve they were purchasing flour sold by the plaintiff under that 
label. The error in the opinion is in assuming that this device could 
not, as a matter of law, have deceived the plaintiff's customers. The 
complaint alleges that it did and the court should not and could not 
properly hold that this allegation is on its face impossible. It 
might not deceive all persons, but the case is made out if it deceives 
a sufficient number to constitute a substantial injury to plaintiff’s 
trade and the deceit was practiced with the intent to defraud plain- 
tiff. The allegation is sufficient and the fact could only be determined 
by the evidence. The case involved nothing more than the suffi- 
ciency of the allegations. 








126 TEN TRADE-MARK REPORTER 


YAEGER V. STATE 
(83 Southern Rep. 525) 


Supreme Court of Florida 
August 12, 1919 
(Syllabus by the Court) 


1, ConstituTiIonaAL Law—SEarCHES AND SEIZURES—STATUTES—TRADE-Marks 

AND TraDE-NAMEs—STATUTE PROHIBITING REFILLING Borries Vorb 

AS VIOLATING CONSTITUTION. 

Chapter 4584, Laws of Florida approved June 5, 1897, entitled 
“An act to protect the owners of bottles, boxes, siphons, fountains, 
tins or kegs used in the sale of soda waters, mineral or aerated waters, 
porter, ale, beer, cider, ginger ale, milk, cream, small beer,” etc., brought 
forward into the General Statutes of 1906 as sections 3165, 3166, 3167, 
3168 and 3345 thereof, held to be violative of the Constitution of 
Florida, and therefore null and void. 

2, ConstitruTionaL Law—Srtatute Acainst Reriminc Borrtes ONty 

Wuite Ownep By Particutar Crass 1s INVALID. 

The perfectly harmless and innocent act within itself, that of re- 
filling a glass bottle, is made penal by this statute merely because this 
statute prohibits it; yet the same statute penalizes the otherwise in- 
nocent act of refilling it only when and only so long as the same bottle 
belongs to the highly favored class who have registered it. The moment 
the ownership of the bottle changes to that of another person or per- 
sons, it may be filled and refilled ad libitum without in the least 
violating this or any other law. This feature of this statute is an 
unjust and unreasonable legislative delegation to the class of people 
who own a very common and ordinary class of personal property an 
attribute to property, viz., its inhibited refillment, while and only so 
long as it remains the property of such highly favored class. 


Error to Circuit Court, Duval County, in habeas corpus pro- 
ceedings by Arthur Yaeger against the State. From a judgment 
remanding petitioner to custody, he brings error. Petitioner dis- 
charged. 


John T. G. Crawford, Nathan P. Bryan, and Ion L. Farris, 
all of Jacksonville, for plaintiff in error. 

Van C. Swearingen, Attorney General, C. O. Andrews, Assist- 
ant Attorney General, and Lake Jones and John E. 
Mathews, both of Jacksonville, for the State. 


Taytor, J.: The plaintiff in error, hereinafter referred to 
as the petitioner, was arrested under the following affidavit and 


warrant: 
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“SraTe oF Froripa, Duvart County. 

“Personally appeared before me on this 8th day of February, A. D. 
1919, E. L. Moler, who, being by me first duly sworn, deposes and says: 
That he is the agent of Purity Ice Cream & Dairy Company, a corpora- 
tion; that said corporation is engaged in the sale and manufacture of milk 
and cream, and uses bottles in its business; that it has complied with the 
law of the State of Florida with reference to registering its trade-name, 
to wit, the word ‘Purity’s’; that on, to wit, the 8th day of February, A. D. 
1919, A. E. Yaeger, in said county and district, did unlawfully use bottles 
of the Purity Ice Cream & Dairy Company on which was blown, etched, 
stamped, or engraved the word ‘Purity’s,’ by filling the same with milk or 
cream; and that said defendant is engaged in the sale of milk and cream, 
contrary to the laws and statutes of the State of Florida. 

“[Signed] E. L. Mo er. 


“Sworn to and subscribed before me this 8th day of February, A. D. 
1919. [Signed] Jno. W. Du Bose, Justice of the Peace, 10th District, 
Duval County, Florida. 


“SEARCH WARRANT. 


“In the Court of the Justice of the Peace 10th District, Duval County, 
Florida. 


“State of Florida v. Arthur Yaeger. 


“To all and Singular the Constables and Sheriffs of the State of Florida: 

“Whereas, E. L. Moler, agent of the Purity Ice Cream & Dairy Com- 
pany, hath made oath before me that A. Yaeger did, on the 8th day of 
February, 1919, unlawfully use bottles of the Purity Ice Cream & Dairy 
Company on which was blown, etched, stamped, or engraved the word 
‘Purity’s’ by filling the same with milk or cream; that said word ‘Purity’s’ 
has been registered as provided by law; that said defendant is engaged in 
the manufacture or sale of milk: 

“Now, therefore, this is to command you that you enter in the daytime 
upon the premises, or in the milk wagons of the said defendant, and make 
diligent search for any bottles on which the word ‘Purity’s’ is stamped, 
blown, etched, or engraved, and you shall bring before me such bottles as 
may be found as described above, together with the persons in whose pos- 
session you find the same, and this you shall do with all convenient speed. 

“In witness whereof I have hereunto set my hand and official seal in 
said county and district this, the 8th day of February, A. D. 1919. [Signed] 
Jno. W. Du Bose, Duval County, Florida.” 


At the trial before the said justice of the peace the petitioner 
was committed for trial to the criminal court of record for Duval 
County, and is now deprived of his liberty in the custody of the 
sheriff of said county. The petitioner before the circuit court for 
Duval County sued out the writ of habeas corpus, alleging in his 
petition for the writ that he is now in the custody of said sheriff, 
who is holding him by virtue of said trial and commitment, and 
that he is being unlawfully restrained of his liberty, and submits: 


—— —— 
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“First. That the evidence taken and attached hereto fails to show a 
violation of any law of the State of Florida. 

“Second. That chapter 4584, Acts of 1897, of the Laws of Florida, 
now being sections 3165, 3166, 3167, 3168 and 3345 of the General Statutes 
of Florida, is invalid and unconstitutional: 

“(a) Because said legislation denies to petitioner his rights of acquir- 
ing, possessing and protecting his property, guaranteed to him by section 
1 of the Declaration of Rights; 

“(b) Because said legislation undertakes to deprive petitioner of his 
property without due process of law, in violation of section 12 of the 
Declaration of Rights of the Constitution of Florida and of the Fourteenth 
Amendment to the Constitution of the United States; 

“(c) Because said legislation violates petitioner’s right to be secure in 
his person, houses, papers and effects against unreasonable searches and 
seizures, contrary to section 22 of the Declaration of Rights of the Consti- 
tution of the State of Florida and of the Fourth Amendmnt to the Con- 
stitution of the United States; 

“(d) Because said legislation permits the issuance of warrants without 
probable cause and without particularly describing the place to be searched 
or the person to be seized, in violation of section 22 of the Declaration of 
Rights of the Constitution of the State of Florida and the Fourth Amend- 
ment to the Constitution of the United States; 

“(e) Because said legislation is special and regulates the jurisdiction 
and duties of judicial officers and provides for the punishment of crime or 
misdemeanor, and regulates the practice of courts of justice other than 
municipal courts, contrary to the provisions of section 20 of article 3 of 
the Constitution of the State of Florida; 

“(f) Because said legislation is arbitrary and constitutes an unreason- 
able classification; and 

“(g) Because the provisions of said legislation are not intended, and 
do not tend, to protect the public health, morals, safety, or welfare; 

“(h) Because said legislation denies to petitioner the equal protection 
of the laws. 

“Wherefore petitioner prays that he may be discharged from the cus- 
tody of the sheriff of Duval County, Fla., and restored to his liberty, and 
for a writ of habeas corpus directed to said sheriff.” 


At the hearing before the circuit judge the petitioner was re- 
manded to custody. For review of this judgment the petitioner 
obtained a writ of error from this court. 

The constitutionality of chapter 4584, Laws approved June 5, 
1897, entitled— 


“An act to protect the owners of bottles, boxes, siphons, fountains, tins or 
kegs used in the sale of soda waters, mineral or aerated waters, porter, ale, 
beer, cider, ginger ale, milk, cream, small beer, lager beer, weiss beer, white 
beer, or other beverages, or medicines, medical preparations, perfumery, 
oils, compounds or mixtures”— 


brought forward into the General Statutes of 1906 as sections 3165, 
8166, 3167, 8168 and 8845 thereof, is assailed on the above-stated 
grounds. 
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So far as our research has been able to discover, the courts of 
last resort of the following named American states have passed upon 
the questions here presented of the constitutionality of substantially 
the same statutes, viz.: New York, Massachusetts, and Kentucky, 
and by an intermediate court California, Illinois, Ohio, Missouri and 
Indiana. 

In the first three named states, New York in the case of People 
v. Cannon, 139 N. Y. 82, 84 N. E. 759, 36 Am. St. Rep. 668, and 
Massachusetts in Commonwealth v. Anselvich, 186 Mass. 876, 71 
N. E. 790, 104 Am. St. Rep. 590, and Kentucky in the case of 
Commonwealth v. Goldberg, 167 Ky. 96, 180 S. W. 68 [6 T. M. 
Rep. 73], and in the State of California in the District Court of 
Appeals of the Second District in the case of Bartolloti v. Police 
Court of City of Los Angeles, 35 Cal. App. 872, 170 Pac. 161, such 
statutes have been sustained and upheld as constitutional; while in 
the four last-named states their courts of last resort, Illinois in the 
cases of Lippman v. People, 175 Ill. 101, 51 N. E. 872, and Horwich 
v. Walker-Gordon Laboratory Co., 205 Ill. 497, 68 N. E. 938, 98 
Am. St. Rep. 254, Ohio in the case of State v. Schmuck, 77 Ohio 
St. 488, 88 N. E. 797, 14 L. R. A. (N. S.) 1128, 122 Am. St. Rep. 
527, and Missouri in the case of State v. Baskowitz, 250 Mo. 82, 
156 S. W. 945, Ann. Cas. 1915A, 477 [8 T. M. Rep. 349], and In- 
diana in the case of State v. Wiggam (Ind.) 118 N. E. 684 [8 T. M. 
Rep. 183], have held such statutes to be unconstitutional and void, 
as being unreasonable and arbitrary class legislation. We agree 
fully and clearly with the reasoning of the courts of the last four 
named states in the cases above cited; with constitutional provisions 
substantially like our own they declare with unanswerable reason- 
ing that substantially the same statute as that under consideration 
is violative of the organic law, and we agree and concur fully with 
their reasoning. The perfectly harmless and innocent act within 
itself, that of refilling a glass bottle, is made penal by the statute 
merely because this statute prohibits it; yet the same statute pen- 
alizes the innocent act of refilling it only when and only so long as 
the same bottle belongs to the highly favored class who have regis- 
tered it. The moment the ownership of the bottle changes to that 
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of another person or persons, it may be filled and refilled ad libitum, 
without in the least violating this or any other law. 

We think this feature of the statute under consideration is an 
unjust and unreasonable legislative delegation to the class of people 
who own a very common and ordinary class of personal property 
an attribute to that property, viz., its inhibited refillment, while 
and only so long as it remains their property. 

It was asserted in the argument that this statute was adopted 
from the laws of New York. We do not know whether it was or 
not. But the states above named of Illinois, Ohio, Missouri and 
Indiana, and, as was asserted in one of the cases above cited, many 
of the other states, have statutes on their books substantially the 
same as the Florida statute in question, and the questioned statute 
may have been adopted here from one or more of the last-named 
states whose courts have adjudged them to be unconstitutional class 
legislation, instead of from the State of New York. 

We are clearly of the opinion that the said statute violates the 
spirit, if not the letter, of our organic law in the respects in which 
it is assailed, and is therefore void, and that the petitioner should 


be discharged from custody without day, at the cost of Duval 
County. 


Browne, C. J., and Exuis, J., concur. 
WHITFIELD and West, JJ., dissent. 


Morrison v. Woopsury 
(185 Pacific Rep. 735) 


Supreme Court of Kansas 
December 6, 1919 
(Syllabus by the Court) 


1, InzuncTion—Disciosure or Trape Secrets BY CONFIDENTIAL EMPLOYEE. 
The law recognizes a property right in trade secrets and confidences, 

and a court of equity may, when its jurisdiction is properly invoked, 
enjoin one in whom the confidence has been reposed from divulging 

it to third persons or from taking advantage of it himself to the in- 
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jury of the owner. In the case of an employee, such-an obligation 
exists in the absence of a stipulation to the contrary. 


2. InsuNcTiIon—Disciosure or Trape Secrets Partty Propucep sy Em- 
PLOYEE. 


The right to such relief is not affected by the fact that the trade 
secrets or confidences are embraced in books or lists which may have 
been added to by the employee’s efforts. 


3. Ingzunction—Copies oF Trape Secrets By CoNFIDENTIAL EMPLOYEE FOR 

Own Use. 

In an action by the owner of an insurance agency against a former 
employee to recover possession of original books showing the expira- 
tion of policies written by the defendant for the plaintiff and to enjoin 
the making or using of copies taken from the original books, where the 
admissions of the defendant showed that, after the action in replevin 
was brought and before the injunction was asked for, he procured 
copies of portions of the books for the purpose of retaining them in 
the event the court required him to turn over the originals, and ex- 
pected to use the copies for the purpose of soliciting business for other 
insurance companies, held, that it was error to deny the injunction, and 
upon the undisputed facts judgment is ordered for the plaintiff. 

Plaintiff appeals from a judgment of the District Court of 
Douglas County, dissolving a restraining order and denying relief 


by injunction. Reversed and remanded. 


Edward T. Riling and John J. Riling, both of Lawrence, for 
appellant. 
R. E. Melvin, of Lawrence, for appellee. 


Porter, J.: This is an appeal from a judgment dissolving a 
restraining order and denying plaintiff relief by injunction. 

The litigation commenced on March 25, 1918, when plaintiff 
brought an action in replevin against defendant to recover the pos- 
session of ten fire insurance expiration books. It was alleged in 
the petition in that case that plaintiff held the agency for various 
fire and tornado insurance companies in Douglas County and that 
the defendant had been employed by him as a farm solicitor for in- 
surance from 1902 until October, 1917, when he was discharged by 
the plaintiff; that when he started working for plaintiff he was 
given expiration books showing the dates of policies and their ex- 
pirations, the rate of insurance for which they were written and 
other information of great value to the plaintiff, and was instructed 
to fill out the books to show the same character of information re- 
specting new business written by him; that the books became and 








132 TEN TRADE-MARK REPORTER 


were the property of plaintiff; but that after defendant was dis- 
charged he retained the books, and was using them in soliciting in- 
surance for another agency, and had refused the plaintiff's demand 
for their return. The defendant gave a redelivery bond and re- 
tained the books in his possession. 

While the replevin suit was pending and before trial was 
reached, the plaintiff brought this suit to enjoin defendant from 
using the expiration books or copies thereof, or selling, giving, or 
loaning the books or copies to other parties, and asked that at the 
final hearing of the cause defendant be perpetually enjoined from 
using the same, and that the plaintiff recover damages against de- 
fendant in a sum to be determined by the court. A temporary re- 
straining order issued, and the application for a temporary injunc- 
tion was set for hearing on May 6, 1918, at which time the 
restraining order was set aside and an order was made consolidating 
the case with the replevin action. Early in the progress of the 
trial the court became satisfied from the testimony of the plaintiff 
and admissions made by the defendant that the original books 
belonged to the plaintiff, and also that shortly after defendant 
quit working for plaintiff he had entered the employ of another 
insurance agent, for whom he had been and was then engaged in 
soliciting fire and tornado insurance, using the expiration books he 
had obtained while in the plaintiff's employ for the purpose of 
securing busines for a competitor of the plaintiff. The court there- 
upon refused to submit the replevin matter to the jury because of 
the undisputed facts and admissions, and made an order that the 
defendant turn the books over to the clerk. 

On the trial of the injunction feature of the case, the defendant 
was asked if he had copies of the books in question. His answer 
was: 


“Well, I have a few here that I copied into another book, but it is not 
a direct copy.” 
He testified that the copies had been made by one of his 
daughters. 


“Q. When was it made for you, Mr. Woodbury? A. Well, since this 
action was begun, or about that time, I guess. 
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“Q. Was it made since these books were replevined, or since this 
replevin action was started? A. Possibly; partly after that. 
“Q. What did you make it for? A. Why, so if these books were taken 


away from me, I would have a kind of a line-up on what I had been doing 
for the past years. 


“Q. You copied these out of those expiration books, didn’t you? A. 
Not all of it. 


“Q. Most of it you did? A. Part of it. 

“Q. The biggest part of it, didn’t you? A. Possibly; yes.” 

The defendant produced two books and testified that these were 
all he had showing copies of expirations. He was then asked: 


“Well, this book here and that book there have been copied from these 
expiration books, principally? A. In part; yes, sir. 

“Q. Since this suit was commenced? A. At about that time. * * * 

“Q. Now this book shows the expiration of possibly a hundred policies, 
doesn’t it, or more? A. I don’t know. I haven’t counted them. 

“Q. And this book here represents the expiration of possibly a hundred 
also, does it not? A. I don’t know. I haven’t counted it. 

“Q. Now, Mr. Woodbury, the expirations that you have copied off in 
these books are the expirations of fire and tornado insurance of policies 
that will expire in the future, is that not right? A. Well, supposed to be; 
yes. 

“Q. Well, now, you know that is what it calls for, isn’t it? A. That’s 
what the book is. 


“Q. Yes; and you intend to use these books throughout the country in 
soliciting insurance in the future for companies other than those represented 
by Mr. Morrison, don’t you? A. I suppose so; yes. 


“Q. Yes; well, that’s what you intend to do, isn’t it? A. Yes, sir.” 

It is manifest that the trial court was right in holding the 
plaintiff entitled, upon the undisputed facts, to the original books, 
and in ordering defendant to deliver them up; and it would seem to 
follow as a natural consequence that plaintiff was entitled to an 
order compelling the surrender of any copies taken from the 
originals by the defendant under the admitted circumstances, and 
to an injunction to restrain defendant from making use of such 
copies. There is no basis for any dispute over the facts; they 
are, with some reluctance, admitted by the defendant. After the 
action was begun to obtain possession of the original books, he 
procured or had made copies of portions, at least, of the originals, 
with the avowed purpose of using the information contained in them 
in connection with his services and relations to a new employer, a 
rival of plaintiff in the insurance business. The defendant’s ad- 
missions further show that the copies were procured with the in- 
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tention of using the copies in the event the court compelled him to 
deliver up the originals. 

The fact that in the first action plaintiff did not allege the 
existence of copies nor seek to recover possession of any copies, 
would not affect his right to full relief, especially as both actions 
were tried as one. Quite naturally plaintiff would not expect that 
copies would be made of the originals after the replevin action was 
brought and before the court could pass upon the rights of the 
parties. Besides, if the defendant is permitted to retain and make 
use of copies, the effect of the order requiring him to turn over the 
originals is entirely defeated and the plaintiff's rights under the 
replevin action destroyed. 

The difficulty of harmonizing the two rulings is fully recognized 
by counsel for the defendant. Without having served notice that 
he would ask a reversal or re-examination of the order compelling 
defendant to turn over the original books to the plaintiff, the first 
point raised in the defendant’s brief is: 


“(1) Plaintiff was not entitled, as a matter of law, to the possession of 
the ten expiration books, decreed him by the trial court.” 


Counsel, being satisfied with his argument in support of the 
first proposition, proceeds then to argue that— 


“(2) If Morrison was not entitled under the law to the ten expiration 
books, certainly he could not be entitled to restrain the use of copies 
thereof, even if such copies existed, and this may have been some factor in 
controlling the decision of the court in that matter.” 


As suggested, there is no appeal from the court’s decision with 
reference to the plaintiff's ownership and right to the possession of 
the original books. Indeed, it would seem from the defendant’s 
admissions made at the trial that an appeal from that part of the 
judgment would have been useless. That stands as an adjudica- 
tion that plaintiff is entitled to the original books, so that the only 


question left for determination is whether under the conceded facts 
and the admissions of the defendant it was error to deny plaintiff 
the relief prayed for with respect to the copies made by defendant 
after the litigation was pending. 

Some attempt is made by counsel for defendant to meet this 
feature of the case by the statement that— 
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“There was absolutely no evidence that copies thereof existed, to say 
nothing of Woodbury having them.” 

The answer to the statement is found in Woodbury’s own 
testimony already quoted. After the court determined in the first 
place that the plaintiff was entitled to the original books, the judg- 
ment, permitting defendant to retain possession of the copies, which 
his evidence shows were made from the originals after the replevin 
action was brought and for the admitted purpose of using them 
wrongfully against the plaintiff’s rights, can find no justification in 
law. It merely permitted defendant to destroy the effect of the 
court’s previous order, by retaining copies, with the conceded in- 
tention of using them against the plaintiff as effectually as the 
originals themselves could be used. 

The law recognizes a property right in trade secrets and con- 
fidences. In 14 R. C. L. 402, it is said: 

“The right thereto is in the nature of a property right in the principal 
or employer, to protect which a court of equity may, when its jurisdiction 
is properly invoked, extend its aid by an injunction restraining the one 
in whom the confidence has been reposed, from divulging it to a third 
person or from taking advantage of it himself to the injury of the owner. 
* * * To entitle a person to this protection it is not necessary that the 
one intrusted with the secret should have been obligated by the express 


terms of a contract not to disclose it. * * * In fact it is said that, in the 


case of an employee, such an obligation exists in the absence of any stipula- 
tion to the contrary.” 


It is also said: 


“Another instance, which is generally regarded as justifying the same 
relief, is the attempt by an employee to use, either solely for his personal 
interests or in connection with his services and relations to a new employer, 
lists of customers, knowledge of which was acquired by reason of his 
former employment and is regarded as confidential.” 14 R. C. L. 403. 


It appears in the case at bar that the defendant helped to make 
the original books and from time to time added memoranda to 
them, showing the dates and expirations of policies which he had 
written while in the plaintiff's employ. In 14 R. C. L. 408, it is 
said: 

“Where such a situation is presented it is held that the right to relief 


is not affected by the fact that the list may have been added to by the 
employee’s efforts.” 
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In Empire Steam Laundry v. Lozier, 165 Cal. 95, 180 Pac. 
1180, 44 L. R. A. (N. S.) 1159, Ann. Cas. 1914C, 628, it was held 
that— 

“Knowledge acquired by” the driver of a laundry wagon “during his 
employment of the names and addresses of the customers along the route 
is in the nature of a trade secret or confidential communication, and equity 
will enjoin him, after the termination of his employment, from soliciting 
or receiving, on behalf of another laundryman, laundry work from any of 
such customers.” 

The court held in that case that the list of customers, even 
though in part prepared by the defendant, was the absolute prop- 
erty of the plaintiff, and was a valuable part of its property, citing 
the case of Lamb v. Evans (1898) 1 Ch. (Eng.) 218, where can- 
vassers for a directory, after leaving the service of their former 
employer, used the data they had collected to assist a rival publica- 
tion in procuring advertisements from the same parties. The in- 
junction was granted and the chancellor said: 

“What right has any agent to use material obtained by him in the 
course of his employment and for his employer against the interest of that 
employer? I am not aware that he has any such right. Such a use is 
contrary to the relation which exists between principal and agent. It is 
contrary to the good faith of the employment, and good faith underlies the 
whole of an agent’s obligations to his principal.” 

It has been held that knowledge acquired by the canvassing 
agent of a grocery company of the names and addresses of its cus- 
tomers is knowledge against the misuse of which equity will protect 
as being in the nature of a trade secret. Hackett v. A. L. & J. J. 
Reynolds Co., 30 Misc. Rep. 733, 62 N. Y. Supp. 1076. 

In Witkop § Holmes Co. v. Boyce, 61 Misc. Rep. 126, 112 
N. Y. Supp. 874, the plaintiff was engaged in the general business 
in the city of Buffalo of dealing in teas, coffees, spices, etc., and 
maintained branches in other cities. Much of its business was done 
through its agents and canvassers, who were sent out and given 
written lists of the names and addresses of customers. It appears 
in that case that the contract with the defendant contained an ex- 
press provision by which employees leaving the employ of the 
plaintiff agreed not to solicit for another business from plaintiff's 
customers. The defendant, after leaving the employ of the plain- 
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tiff, entered that of a competitor and immediately commenced solicit- 
ing orders from plaintiff's customers. The court granted an in- 
junction and held that— 


“Independent of any express contract between the parties, equity will 
restrain the acts of which the plaintiff complains and which the defendant 
threatens and claims the right to do.” 

= In the present case, upon the admissions of the defendant, the 
plaintiff was entitled to the injunctive relief prayed for, and it was 
error to render judgment against him. 

The judgment will be reversed and the cause remanded, with 
directions to enter judgment for the plaintiff and against the de- 
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fendant, requiring defendant to surrender into court all copies or 
lists taken from the original expiration books, perpetually enjoining 
him from using the same or making other copies or lists from the 
originals, and taxing the costs of the action against him. 

Reversed and remanded. 

All the Justices concurring 


Epwarps v. BurraLo Specia.ty Co. 
(125 Northeastern Rep. 624) 


Supreme Judicial Court of Massachusetts 
January 9, 1920 


} Unrairn ComMpetTiTIonN—Warnino Customers Acainst Use or Articte AL- 
i LEGED TO BE CoverED BY PateNtT—Fatvure To Sve. 

Where defendant, owner of a patent for a certain varnish, alleging 
that another varnish produced by plaintiff infringed said patent, by 
letters and circulars warned plaintiff’s customers against the use of 
plaintiff's varnish, whereby plaintiff’s business was practically de- 
stroyed, it was held that such methods on the part of the defendant 
were consistent with his good faith in the exercise of an intent to 
protect his business and would not warrant a jury in finding a malev- 
olent motive to harm plaintiff. The situation was not altered by the 
fact that defendant had failed to bring suit against plaintiff. 


To a verdict for plaintiff rendered in the Superior Court of 
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Suffolk County defendant excepts. Judgment directed to be en- 
tered for defendant. 
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Walter B. Grant and Henry E. Whittemore, both of Boston, 
for plaintiff. 


George C. Coit, of Boston, for defendant. 


Pierce, J.: This is an action of tort, brought by the plaintiff 
in 1907 against the defendant to recover for damages alleged to 
have been sustained by the plaintiff, in his business of selling to 
wholesale customers a varnish called “Varnish No. 25,” by reason 
of the defendant’s unfair competition and malicious interference with 
that business. At the close of the evidence a motion was made to 
direct a verdict for the defendant. The motion was denied and 
the defendant duly excepted. 

The evidence discloses that the plaintiff since 1898 had manu- 
factured and sold, under different labels, a varnish, in 1907 called 
“Varnish No. 25.” 


“It was manufactured by a secret process, was a varnish in its nature, 
composed of ingredients in such a way that it was free-flowing and reason- 
ably quick-drying * * * it was commonly used to inject into tires of a 
bicycle to fill pores or small punctures in the rubber bicycle tires, and was 
manufactured by the plaintiff for that purpose.” 

The defendant in 1898, by an assignment, became the owner 
of a “combination patent” issued in March, 1897, to Charles E. 
Duryea upon his application filed December 28, 1891. This patent 
covered the use of a free-flowing gummy liquid within a pneumatic 
tire for the purpose of automatically sealing punctures. At the 
time of the purchase of the patent by the defendant, there were 
several compounds similar to that of the plaintiff being manufactered 
and sold in different parts of the country; and the defendant im- 
mediately began an active campaign to force the discontinuance of 
the manufacture and sale of them, claiming that its patent granted 
to it the exclusive right to use any liquid or powder inside a hollow 
pneumatic-vehicle tire for the purpose of sealing punctures or cuts. 
The defendant was the sole owner of the letters patent at all times 
during the acts complained of, and had not granted licenses to 
manufacture or sell to any others, except one corporation in Indiana 
which was in no manner connected with the business of the plaintiff. 

The method of the defendant in securing the discontinuance 
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of the manufacture and sale of the other compounds was to send 
notices to all dealers and repair shops throughout the country, 
advising them of the fact that it owned the Duryea patent, of which 
it enclosed copies, and warning them that the manufacture or use 
of any article for the purpose of sealing punctures or cuts in pneu- 
matic tires in the manner described by the claims of the Duryea 
patent, other than the preparation manufactured and sold by the 
defendant, and known as “Neverleak,”’ was an infringement of the 
defendant’s rights under its patent; and notifying the trade that 
unless the manufacture or use of all such tire fluids for the said 
purpose was discontinued the defendant would where possible secure 
evidence and bring suits for infringement. In many instances the 
defendant brought suits in the United States courts to restrain manu- 
facturers and dealers, and notices of the suits were sent to other 
dealers. No evidence was offered to prove that the statements of 
fact made by the defendant were not in substance true. 

In 1905 the defendant sent its sales manager to the place of 
business of the plaintiff. The agent stated the claims of the de- 
fendant in regard to the patent and notified the plaintiff that his 
compound was an infringement thereof. The plaintiff replied that 
he had always made use of such devices as putting a fluid inside a 
hollow object from the time of his apprenticeship in 1861; that the 
patent, so far as he was concerned, did not interest him at all, 
because he had always used such devices from thirty years pre- 
viously; and that he had a perfect right to use them and the de- 
fendant could sue him or not as he pleased. As the representative 
was going out, the plaintiff said: 

“Mr. Brown, I have enjoyed your visit very much, but if you bring 
suit, I shall make it very interesting to you.” 

The year following, 1906, the plaintiff met the general counsel 
for the defendant. They had a conversation relating to the de- 
fendant’s ““Neverleak,” and the attorney told the plaintiff that it 
was the only fluid that could be used lawfully, and that the plain- 
tiff was an infringer in making and selling “Varnish No. 25.” The 
plaintiff told the attorney that he had used this device for thirty 
years previous to that time and had a perfect right to use it; and 
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told him in general how he had used it; and that he could bring suit 
if he wanted to; that he had a perfect right to do what he was 
doing. Between the first interview in 1905 and the bringing of 
this action in 1907, from time to time the defendant sent letters and 
circulars to the trade and to some of the customers of the plaintiff, 
to the effect that unless they discontinued using or selling “Varnish 
No. 25” for use in pneumatic tires suits would be brought against 
them for infringement. Agents of the defendant called personally 
upon customers of the plaintiff and stated to them substantially 
the same things as had been stated in the letters. In at least one 
instance a suit was begun against a dealer alleging that the use of 
“Varnish No. 25” by him was an infringement; and in a circular 
letter sent generally to the trade, it was stated that the suit had 
been brought to restrain the dealer from using “Varnish No. 25.” 

It was agreed by counsel that the plaintiff had notice of the 
suit from the dealer and defendant in that action before the present 
action was brought, and that he did not get any information directly 
from the defendant except as it was obtained from a mimeographed 
letter of the defendant, which was addressed, mailed and delivered 
to the plaintiff. It was further agreed by counsel that the plain- 
tiff had a right to petition to intervene in the suit against its cus- 
tomer and to try out in that case the question of the validity of the 
Duryea patent. 

As a result of the several suits, and the circulars and letters, 
the defendant secured agreements with dealers who had theretofore 
sold “Varnish No. 25” that thereafter they would sell only “Never- 
leak” for use in pneumatic tires; and the defendant bought from 
such dealers all of the “Varnish No. 25” which they had in stock, 
promising, in consideration of the agreement to sell only “Never- 
leak,” it would forbear bringing suit for infringement. As a further 
result of the defendant’s campaign, many of the dealers who had 
been customers of the plaintiff ceased to buy his “Varnish No. 25” 
and his sales thereof grew smaller until they amounted to practically 
nothing. 

The plaintiff admits that the defendant in good faith has the 
right as the owner of the Duryea patent to protect the rights granted 
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by the patent, by suits against alleged infringers or by circulars 
or letters warning the trade and individuals of his intention to pro- 
tect his rights (Aronson v. Orloy, 228 Mass. 1, 116 N. E. 951) but 
contends that the failure of the defendant, after the plaintiff had de- 
nied his right under the patent to interfere with the business of the 
plaintiff for about two years, to sue the plaintiff (who was finan- 
cially responsible), rather than a customer of the plaintiff in an- 
other jurisdiction, when such failure to take action is considered in 
connection with the fact that during the same period the defendant 
sent to the trade and to customers of the plaintiff letters, circulars 
and envelopes which exaggerated the facts by the arrangement of 
head lines, the subject matter and the typographical form, would 
warrant the jury in finding that the defendant did not act in good 
faith with an honest intent to protect his rights as he understood 
them; but did act in bad faith with a malevolent motive to injure 
the plaintiff through the destruction of the plaintiff's business. 
Aronson v. Orloy, supra. 

Under all the circumstances, the failure to sue and the publica- 
tion of the letters, circulars and envelopes are consistent with the 
good faith of the defendant in the exercise of an intent to protect 
his business, and would not warrant a jury in finding a malevolent 
motive to harm the plaintiff through the destruction of his business. 
It follows, that the motion to direct a verdict for the defendant 
should have been allowed, and that judgment should now be entered 
for the defendant under St. 1909, c. 236, §1. 

So ordered. 


Tue R. M. HouurmnesHeap Co. v. ArEA MANUFACTURING Co. 
Court of Appeals of the District of Columbia 
February 2, 1920 


Trape-MarKks—REGIsTRATION—EVIDENCE OF Prior Use. 
Testimony of an employee of a railroad company that appellee had 
‘shipped boxes, kegs and barrels stenciled with the words “Gear Life” 
prior to date of use proved by appellant, and testimony of a salesman 
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of appellee that he had taken orders for “Gear Life” compound, also 
prior to date proved by appellant, such evidence being corroborated 
by numerous witnesses who might be considered interested, held suffi- 
cient to establish appellee’s claim of prior use of the name. 


Appeal from a decision of the Commissioner of Patents. 
Affirmed. 


Mr. E. H. Fairbanks, of Philadelphia, for appellant. 
Mr. R. F. Steward, of Washington, D. C., and Mr. Luther 
Johns, of Chicago, for appellee. 


Van OrspeL, J.: This is a trade-mark interference. Each 
party applied for the registration of the words “Gear Life” as a 
trade-mark for lubricating compounds. From a decision in favor of 
the Area Manufacturing Company the Hollingshead Company has 
appealed. 

It is not seriously contended that appellant company can claim 
use of the mark prior to April, 1916. We think the evidence clearly 
establishes sales by appellee company of lubricating compounds 
bearing the words “Gear Life’ prior to April, 1916. An employee 
in the Soo Line Railroad office at Area, Illinois, testified that early 
in August, 1915, boxes, kegs and barrels of grease were shipped by 
the appellee company from that station which were stenciled with 
the words “Gear Life.” The way-bills of these shipments were 
produced, which merely showed the shipment of “grease”; but in 
the abbreviated form in which way-bills are usually made out no 
inference can be drawn from the failure to enter thereon the trade- 
name of the goods. 

A travelling salesman for appellee company testified that he 
took orders for “Gear Life” compound between February, 1, 1916, 
and the following May, and also that during that period he sten- 
ciled the words “Gear Life” on packages containing the compound 
of appellee company. He also gave the names of parties to whom 
he sold these goods during February and March, 1916. These 
parties, as well as the names of the consignees shown upon the way- 


bills, were available to appellant to disprove the very important 
testimony of the salesman and the railroad agent. 
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The foregoing evidence was corroborated by numerous wit- 
nesses, a number of whom may be considered as interested, but on 
the whole the proof in support of appellee company’s prior right 
to registration must be accepted. 

The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 


H. R. Marurnson & Co., Inc., v. Howarp F. Sarissury 
Commissioner of Patents 
February 26, 1920 


Trave-Marks—REGisTraTIOn—Res ApJuDICATA, 

Where, after opposition to the registration of a trade-mark for 
“varns” had been sustained, and within the time limited for appeal 
from that decision, application was made to register the same mark 
for “hand knitting yarns made from wool and mohair,” it was held 
that the question of the right to register the mark as applied for was 
res adjudicata. 


Messrs. Briesen & Schrenk for H. R. Mallinson & Co., Inc. 
Mr. George P. Kimmel for Howard F. Salisbury. 


Wuireneap, A. C.: Appeal is taken by Salisbury from the 
decision of the examiner of interferences sustaining the opposition 
and holding that he is not entitled to the registration for which he 
has made application. 

The examiner of interferences’ decision was rendered on a 
motion brought by Mallinson & Co. to strike out certain allegations 
of Salisbury’s answer and for judgment on the ground that the 
question was res ad judicata. 

The practice under which this motion was brought is the same 
as that which was followed in the case of Great Bear Spring Com- 
pany v. Bear Lithia Springs Company, 255 O. G. 162, 47 App. 
D. C., 484 [8 T. M. Rep. 405]. 

It appears that Salisbury filed an application for registration 
of the same mark as applied to “yarns.” An opposition was filed 
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by Mallinson & Co. (Opposition No. 2685), which was sustained 
by the examiner of interferences. Thereafter, and within the limit 
of appeal from that decision, the present application of Salisbury 
was filed, in which the same mark is shown but the goods are de- 
fined as “hand knitting yarns made from wool and mohair.” 

The record of the prior opposition shows that Mallinson & 
Co. filed a petition to the Commissioner that the examiner of trade- 
marks be directed to refuse registration on the present application 
on the ground that this question was concluded by the decision in 
that opposition. The Commissioner, in an order rendered June 25, 
1919, said: 

If it were a clear case of identity of goods, the petition would be en- 
tertained, but as there appears to be some doubt involved on the question 
raised in the petition, the regular proceedings should be followed, and the 
petition is dismissed without prejudice. 

It is not understood that by this order the Commissioner ruled 
that the question should go to proof, but merely that he would not 
direct the examiner of trade-marks to reject the application ez 
parte, but would leave the matter to follow the usual course. The 
decision of the examiner of interferences, rendered after an inter 
partes hearing, was therefore not in conflict with the Commissioner’s 
ruling. 

It is contended on behalf of Salisbury that the goods set up in 
his present application are not goods of the same descriptive prop- 
erties as the goods of the opposer. That is not, however, the ques- 
tion involved in this proceeding, which is, whether the applicant’s 
right to register was determined in the prior opposition, that is, 
whether the question is res adjudicata. The correctness of the deci- 
sion of the examiner of interferences in the prior opposition is not 
up for review in this proceeding. The filing of the present ap- 
plication prior to the expiration of the limit of appeal from the 
decision of the examiner of interferences did not stay the running 
of the time for appeal therefor, or do away with the finality of that 
decision if no appeal was taken. If the applicant was not satis- 
fied with that decision, he had the right of appeal. Having failed 
to avail himself of that right that decision must stand as adjudicat- 
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ing the rights of the parties in so far as the questions were decided 
therein. 

Applicant contends that the decision went no further than to 
hold that he was not entitled to register the mark broadly for 
yarns. On the other hand, the opposer contends, and it was so 
held by the examiner of interferences, that the decision held that 
there was a likelihood of conflict when the mark was used as the 
evidence in that case showed it had been used by the applicant, 
namely, on the very goods for which he now seeks to register the 
mark. 

That the prior proceeding was not so narrow a one as now 
contended by applicant is apparent from the pleadings and the 
decision of the examiner of interferences. In the notice of opposi- 
tion Mallinson & Co. alleged that it had used the mark “Pussy- 
Willow” for many years as a new and distinctive trade-mark for 
silk piece goods; that it also manufactured yarns, including yarns 
used in the manufacture of its “Pussy-Willow” silk, which yarns 
were generally referred to and known in the trade as “Pussy- 
Willow” yarns; that the goods for which applicant sought to register 
its trade-mark were of the same descriptive properties as the goods 
of the opposer; that a party familiar with opposer’s “Pussy-Willow”’ 
trade-mark would believe that yarns, especially silk yarns, or yarns 
having “the appearance and feel of silk,” were manufactured by, 
or sold under the authority and guarantee of the opposer; that ap- 
plicant’s yarn, sold as ““Pussy-Willow” yarn, was an imitation silk 
yarn, said to have “the appearance and feel of silk’; and that ap- 
plicant, if granted the desired certificate of registration, would 
have the prima facie exclusive right to the use of the term “Pussy- 
Willow” as a trade-mark for yarns, including silk yarns and imita- 
tion silk yarns. 

The applicant in his answer denied that the goods of the par- 
ties were of the same descriptive properties and averred that the 
mark as applied to yarns “sold by this applicant’ were applied 
to goods of different descriptive properties from that of the op- 
poser, and denied that the trade-mark registration of the opposer 





SE TRAST AY cS EN RR he er 


Sr arr genre eg omh eae 


Rg 


poems 


146 TEN TRADE-MARK REPORTER 


referred therein to goods of the same descriptive properties “as 
the applicant applies his mark upon.” 

Testimony was taken by both parties, and in his decision the 
examiner of interferences held that the term “yarns” in the ap- 
plication of Salisbury included yarns sold by the opposer and that 
the applicant admitted that it was his intention to produce in the 
future yarns having characteristics similar to those possessed by 
the yarns of the opposer, and further stated, that it seemed to the 
examiner inherently likely that purchasers of applicant’s product 
having a label thereon like opposer’s would believe that this yarn 
was manufactured by or had an origin with the opposer. It is 
noted that throughout the examiner of interferences does not refer 
merely to the broad term “yarns” but to the actual goods upon 
which the testimony showed the applicant had applied its mark, 
which, it appeared, were goods of the character for which registra- 
tion is now sought. 

It does not appear that any request was made by applicant 
that the examiner in his decision hold that he might amend his 
application by stating his goods more narrowly, and no suggestion 
of such amendment is made by the examiner in his decision. It is 
true that the examiner concluded his decision by holding that the 
applicant was not entitled to “register the mark for which he has 
made application,’ but for the reasons above pointed out it is clear 
that his decision was based upon his conclusion that confusion would 
be likely to arise from the use by the applicant of the mark upon 
the goods upon which he had actually used it. 

It must be held, therefore, that the question of the right to 
register the mark as now applied for is res adjudicata in view of 
the decision in the earlier interference. 

The decision of the examiner of interferences is affirmed. 
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